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TRADEMARK REFRESHER

MAINTENENCE

MONITORING

ENFORCEMENT

AVOIDING PANDORA’S BOX



Trademark = word/phrase/logo that functions as a source identifier for
consumers. 

Pop-Tarts®
Popped Tarts
Pop’d Hearts



I have a Trademark...
now what?

Required Filings:  

Maintenance: Between years 5 and 6

Renewals: Every 10 years thereafter



Maintentence Filing
TWO TYPES

Can be filed with the §8 between years 5 and 6

§8 Confirms continuous use for the last 5 years.  
Between years 5 and 6

§15 Statement of Incontestability

Every 10 years
Required

Not Required



“INCONTESTABILITY” 

Affidavit filed by owner 

Requirements:

Affirm goods/services that
you’ve been selling 

Affirm the use is “in commerce”

Affirm no adverse decisions or
proceedings pending 



Renewal Filing

Filed between years 9 and 10

§9 Declaration of Sworn Statemnet of Use or
Excusable Nonuse of Trademark

Filed every 10 years thereafter

 Required



Specimens





Trademark Monitoring



Trademark Monitoring



Trademark Monitoring



Confusingly Similar?



Enforcement

Investigation
Assessment

Client Conversation 



Investigation
Evaluating our own Trademark

Registration vs. No registration

R



Investigation
Evaluating their Trademark

Registration vs. No registration

R



Statutory damages:

Actual damages

Profits

Costs of enforcement

Attorney's fees

and/or 

Treble damages/ statutory
damages up to $2M per

mark per type of
goods/services

(counterfeit mark use)



cease and desist

Demand

Time for response

TO: 

How?

Tone

Evidence based 

FRE 408:  FOR SETTLEMENT PURPOSES ONLY



 Trademark owners have
a duty to enforce their

marks



 Failure to protect your
Intellectual Property

This is my

chance to

destroy you!
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